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REMARKS 



By the present amendment, Applicant has amended Claim 1. Claims 1-8 remain pending in 
the present application. Claim 1 is an independent claim. 

Applicant appreciates the courtesies extended to Applicant's representative during the 
personal interview held Wednesday June 9, 2004. The present response summarizes the substance 
of the interview. At the interview amended claims and arguments were presented. Proposed Claim 
1 set forth a frame removably mounted to a print head between stationary and reciprocating portions 
of a clamp. Arguments were advanced in support of the non-obviousness of the invention due to the 
non-analogous nature of the prior art and the lack of teaching or incentive to combine the references 
in the manner suggested by the Examiner. The Examiner indicated that Claim 1 as proposed 
wherein the frame is clamped between the stationary and moveable parts of the clamp defines over 
the prior art rejection of record. 

In the recent Office Action the Examiner has rejected Claims 1-8 under 35 U.S.C. § 112, 
first paragraph, as being based on insufficient disclosure. Applicant has revised Claim 1 to comply 
with the enabling requirement. The Examiner rejected Claims 1-8 under 35 U.S.C. § 103(a) as 
being unpatentable over Anderson et al. in view of one or more of Chen ! 307 and Chen (U.S. 
Publication 2002/0078754). This ground of rejection is respectfully traversed as applied to the 
present claims. 

The claims in this application have been revised to more particularly define Applicants 1 
unique construction in view of the prior art of record. In particular, Claim 1 has been revised to 
more clearly distinguish the Applicant's design in which the print frame is clamped between the 
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stationary and moveable parts of the clamp. Furthermore, an adjustable support means has been 
added to Claim 1 whereby the frame may be horizontally and vertically adjusted on the print head. 

Applicant will advance arguments hereinbelow to illustrate the manner in which the 
presently claimed invention is patentably distinguishable from the cited and applied prior art. 
Reconsideration of the claims in light of the amendments and for the following reasons is 
respectfully requested. 

Claim 1 , as amended, is directed towards a screen-printing apparatus having pneumatically 
operated clamping devices mounted to a print head for clamping one edge of a print screen frame to 

the print head of the apparatus. The print head with the attached screen frame is then lowered to 

* 

the workpiece for applying indicia to the workpiece. In a screen-printing operation where multiple 
print screens must be quickly interchanged, a manually activated pneumatic clamping device that 
quickly secures and releases one edge of the screen frame to the print head achieves efficiencies of 
time and energy. Moreover, by eliminating the need for manual tightening of the frame clamps of 
the Andersen et al. device, the present invention may be operated by someone without the strength 
and coordination previously required. 

As previously noted, the Examiner rejected Claims 1-8 as being unpatentable over Anderson 
et al. '508 in view of one or more of Chen '307 and Chen. Applicant's invention is an improvement 
upon screen printing devices whereas Chen 6 307 is directed towards non-analogous art which 
discloses an apparatus for printing shoe soles by direct application of the shoe sole onto a pigment 
imprinted material. Moreover, Applicant's device and the '307 patent are functionally unrelated. 
Unlike Applicant's device in which the clamping mechanism temporarily fastens together two 
integral component of the device, the print screen to the print head, the '307 device in contrast, 
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imprinted material, the apparatus having clamping members securing the workpiece to the frame 
and not to a component of the device itself. Furthermore, the c 307 patent discloses two clamping 
actuators, one on either side of a shoe sole, whereas Applicant discloses a clamping mechanism 
having a single reciprocating clamping portion, the print frame being clamped between the 
reciprocating clamp portion and the fixed print head. 

Moreover, the '508 and '307 patents, are insufficient to render either the instant apparatus 
obvious within the meaning of 35 USC 103 since there appears no guidance or motivation in the 
prior art that would enable one of ordinary skill to arrive at Applicant's invention as defined by 
Claims 1-8. 

The Primary Examiner indicated that broadly providing an automatic or mechanical means 
to replace a manual activity which accomplished the same result is not sufficient to distinguish over 
the prior art. In re Venner, 262 F.2d 91, 95, 120 USPQ 193, 194 (CCPA 1958). The applicant 
respectfully argues that his apparatus is narrowly claimed with specific structure sufficiently 
disclosed to preclude a determination of broadly claiming all embodiments comprising a pneumatic 
cylinder. 

The Federal Circuit, in In Re Piascecki, 745 F.2d 1469, 223 USPQ 785, 790 (Fed. Cir. 
1984) recognized that first hand practical knowledge of unsolved needs must be considered and is 
probative of nonobviousness. The Federal Circuit then said that 

evidence of secondary considerations may often be the most probative and 
cogent evidence in the record. It may often establish that an invention 
appearing to have been obvious in light of the prior art was not. It is to be 
considered as part of all the evidence, not just when the decision-maker 
remains in doubt after reviewing the art The applicant notes that firsthand 

litman law practical knowledge of unsolved needs must be considered and is probative 
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Id. at 790 (quoting Stratoflex, Inc. v. Aeroquip Corp., 713 F.2d 1530, 1538-40, 218 USPQ 
871, 879 (Fed. Cir. 1983)). Unlike the applicant in In re Venner, replacing hand operated clamps 
with a pneumatically operated clamping mechanism serves a purpose more than the mere 



automation of a manual process. Screen-printing, especially with designs requiring multiple frames 
per print, requires exact registration of the print frame. Frame shift due to loosening of the frame is 
an unsolved need of the art that not requires repeated tightening of the frame clamps to avoid 
wasting workpiece. Furthermore, the manual clamps disclosed in Anderson et al. require the 
operator having sufficient wrist strength to apply the necessary amount of torque to secure the frame 
to the print head. The incorporation of pneumatically operated frame clamps in the current 
invention not only eliminated frame shift, but also enabled older operators with less than average 
wrist strength to operate the apparatus with less physical exertion and more efficiency than 
previously possible. 

Furthermore, applicant notes that obviousness cannot be shown by combining the teachings 
of the prior art unless there is some teaching or incentive supporting the combination. ACS Hospital 
Systems, Inc. v. Montefwre Hospital, 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed. Cir. 1984); In 
re Geiger, 815 F.2d at 688, 2 USPQ2d at 1278 (Fed. Cir. 1987). Furthermore, the Federal Circuit in 
In re Dembiczak, 175 F.3rd 994, 50 USPQ2d 1614 (Fed.Cir. 1999) deprecated rejections based 
upon "a hindsight-based obviousness analysis" and emphasized that what is required is a "rigorous 
application of the requirement for a showing of the teaching or motivation to combine prior art 
references." The Court said that "the showing must be clear and particular" and that broad 
conclusory statements regarding the teaching of multiple references and "a mere discussion of the 



ways that the multiple prior art references can be combined to read on the claimed invention" is 



inadequate. Absent an explicit suggestion or teaching of the combination in the prior art references, 
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there must be "specific. .findings concerning the identification of the relevant art, the level of 
ordinary skill in the art, the nature of the problem to be solved, or any other factual findings that 
might serve to support a proper obviousness analysis". 



As this court has stated, "virtually all [inventions] are combinations 
of old elements." {citations omitted). ("Most, if not all, inventions are 
combinations and mostly of old elements."). Therefore an examiner 
may often find every element of a claimed invention in the prior art. 
If identification of each claimed element in the prior art were 
sufficient to negate patentability, very few patents would ever issue. 
Furthermore, rejecting patents solely by finding prior art corollaries 
for the claimed elements would permit an examiner to use the 
claimed invention itself as a blueprint for piecing together elements 
in the prior art to defeat the patentability of the claimed invention. 
Such an approach would be "an illogical and inappropriate process 
by which to determine patentability." Sensoronics, Inc. v. Aerosonic 
Corp.fil F.3rd 1566, 1570, 38 USPQ2d 1551, 1554 (Fed. Cir. 1996). 
To prevent the use of hindsight based on the invention to defeat 
patentability of the invention, this court requires the examiner to 
show a motivation to combine the references that create the case of 
obviousness. In other words, the examiner must show reasons that 
the skilled artisan, confronted with the same problems as the inventor 
and with no knowledge of the claimed invention, would select the 
elements from the cited prior art references for combination in the 
manner claimed. {Emphasis added). 



In re Rouffet, 47 USPQ2d 1453 (Fed. Cir. 1998) at 1457-58. 
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For the foregoing reasons, Applicant respectfully submits that the present application is in 
condition for allowance. If such is not the case, the Examiner is requested to kindly contact the 
undersigned in an effort to satisfactorily conclude the prosecution of this application. 




Eliot R. Malamud 
Registration No. 51,989 
(703)486-1000 
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